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REMARKS 

This application has been carefully reviewed in view of the above Office Action 
Applicants appreciate the indication that objections to the drawings, specification and 
cla.ms have been fully addressed. Applicants further appreciate indication that the 
double patenting rejection has been withdrawn. Reconsideration is requested in view of 

the following: 

Amendments 

Applicant has amended claim 42 to correct the spelling of ■'sample". This is an 
obvious typographical error that does not impact the meaning of the claim and requires 
no new search or consideration. 

The Walsh Reference 

To briefly summarize, the Walsh reference of record relates to an email system in 
which "indicators" such as a predetermined character or text such as the word 
"attached" is present in the body of the email document. If so, the user is prompted to 
provide "a file name and/or location of the attachment file". The processor then 
attaches the specified file, (see e.g., col. 2, line 59 through col. 3, line 62). In an 
alternative embodiment, the user creates an association table that relates terms used in 
an email with specific attachments that are associated with phrases used in the email 
(see e.g., col. 6., lines 1-18). 

The Kellv Referenda 

This reference has been extensively discussed in prior responses. To briefly 
summarize, the Kelly reference describes use of an API printer driver-like program. A 
user can create a file from any of a number of applications, and then invoke a "print- 
command. The print command presents the user with printer options from which the 
API printer driver-like program is invoked. In one embodiment, the API printer driver- 
like program actually invokes an email application. Thus, after creation of a document 
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or Cher file, the user is able ,o emai, a representation of .he file (e.g.. a bitmap image) 

to a recipient. y ' 

While Kelly does mention file types such as MP3, It is not so clear what this really 
has to do with the operation of the Kelly reference since no discussion is provided of 
mteraction of Kelly's software with a music sample. It is presumed that from a program 
that interacts with the music sample, one would invoke a print command (although a 
pnnt command does not appear logical from such a program) and from the print 
command, the email application could be invoked. Clearly, Kelly Is not in any way 
enabling as to any use in connection with a music sample. 

The Rejections 

Claims 1, 2 8-10, 17, 18, 24, 25, 36, 37 and 41^3 were rejected as obvious in 
based on the combination of Walsh and Kelly of record. 

In section 7, the Office submits that Walsh teaches "establishing a file to be a 
predetermined default file to be used in conjunction with an email program". Applicant 
submits this to be an incorrect interpretation of Walsh and the claim language. At the 
cited passage of Walsh (col. 6, lines 1-14), Walsh describes "a fifth storage device" 
storing an "association table" that associates "terms or phrases" with "filenames and/or 
locations". This permits the processor to identify one of the "terms or phrases" within 
the body of an email document and as a result, "prompt the user whether to attach" a 
document associated in the association table to the email. The asserted teaching of a 
default file to be used in conjunction with the email program Is misinterpreted in the 
context of the remainder of the claim in that there is in fact no establishing a predefined 
default audio sample to be used as an audio sample for an email application program 
as claimed (to paraphrase without intent of imposing additional limitations). 

Kelly is submitted by the Office to teach "automatically attaching a file to an email 
message" at col. 5, lines 12-19 "where that file can be audio" (col. 6, lines 38-t1). 
However, as has been pointed out previously, Kelly's email program is invoked as a 
printer driver from an application program. No explanation has been provided as to how 
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one mvokes a print program to print a music file in order to invoke the Kelly's email 
program and send the music file! The asserted teaching simply is not there 

As noted in the prior response, the Office Action asserts that "Kelly teaches 
automatically attaching a We to an email message (Keiiy, col. 5, lines 12-19)*. However 
-t ,s submitted that at best the reverse actually happens. In fact, Kelly teaches invoking 
an email application from a program that manipulates a file that is to become the 
attachment! This is quite different than the claims since certain of the claims call for 
"wrthm the email application program, receiving a single command from the sender to 
attach the predefined default audio sample; and responsive to the sender's command 
within the email application program to attach the predefined default audio sample, 
attaching the predefined audio sample to the electronic mail message". In fact, none of 
the cited art teaches, suggests or implies anything about an email application program 
having a default audio sample. 

The undersigned notes that per In re Kahn, 441 F. 3d 977, 988 <CA Fed. 2006), 
as explicitly endorsed by the Supreme Court in - "Rejections on obviousness grounds 
cannot be sustained by mere coriclusory statements; instead, there must be some 
articulated reasoning with some rational underpinning to support the legal conclusion of 
obviousness"). The Office fails to explain how a table of terms that are associated with 
files can be interpreted as a default audio sample. The Office further fails to explain 
how Kelly can be interpreted to automatically attach a music sample file to an email 
message, when in fact the email program of Kelly is invoked as a printer driver from the 
application software (see col. 3, line 63 through col. 4, line 12.) Would one go to a 
music player and invoke a printer to print an audio file? It simply doesn't make sense. 
Let us consider claim 1 for a detailed example as illustrated below: 



_Claim Language 



A method of transmitting an 
audio sample using 
electronic mail, comprising: 
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Office Position 


Remarks 


'Walsh teaches a method 
of transmitting an audio 
sample using electronic 
maiJ..." "Walsh does not 
explicitly teach use of an] 


utrice Action is" 
contradictory but admits 
Walsh does not teach an 
audio sample and relies on 
Kelly. 
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establishing an audio 
sample to be a predefined 
default audio sample to be 
used in conjunction with an 
email application program; 



audio sample. " (Section 7^ 



Asserts this to be taught in 
col. 6, lines 1-14. 



within the email application 
program, providing a 
platform for a sender to 
generate an electronic mail 
message to a recipient 



Col. 3, lines 27-37 



within the email application 
program, receiving a single 
command from the sender 
to attach the predefined 
default audio sample; and 



Asserted to be disclosed in 
Walsh col. 3. Lines 38-62. 



responsive to the sender's 
command within the email 
application program to 
attach the predefined 
default audio sample, 



Asserted to be disclosed in 
Walsh col. 3, Lines 38-62. 

Kelly is submitted to 
disclose a utom atica 1 1 y 



Walsh describes an 
association table that stores 
"terms or phrases and 
corresponds them to 
respective file names 
and/or locations. The table 
is used by the email 
application, but there is no 
default audio sample 
associated with the ^mai! 
application . There is, in 
fact, no default file 
associated with the email 
program except possibly 
the association table, which 
stores associations 
between words used in the 
email and files. 



Walsh describes an email 
application program. 



Walsh describes his basic 
concept of finding identifiers 
such as the word "attached" 
or special characters that 
leads one to know there is 
an attachment. Walsh then 
describes that the user is 
prompted to provide a 
filename and/or location for 
the attachment. There is 
no indication that this 
occurs as a result of a 
single command from the 
user. 
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There is no indication that 
this occurs as a result of a 
single command from the 
user. Since the user is 
selecting a filename andAx 
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attaching the predefined 
audio sample to the 
electronic mail message. 



attaching a file to an email 
and mentions audio file 
formats. 



L 



location, the assertion that 
Walsh has a predefined 
"default" audio sample that 
is attached is not supported 
by the disclosure. 



There is no explanation in 
Kelly as to how his 
teachings would apply to 
audio samples since Kelly 
describes a printer driver- 
like program that is invoked 
from an application 
program — but how does 
one "print" an audio file? 

No articulated reasoning 
has been supplied to 
explain how Kelly is to be 
modified to work from within 
an audio program or why 
this combination is obvious. 



In view of the above it is clear that claim 1 has not been established to be prima 
facie obvious in view of Walsh and Kelly. Reconsideration and allowance are 
respectfully requested. 

All claims dependent from claim 1 (claims 2-8) are submitted to be non-obvious 
for at least the same reasons. Reconsideration and allowance are respectfully 
requested. 

Specifically regarding claim 8, the Office references col. 1, lines 45-50. It is 
respectfully noted that this section is discussing the prior art techniques to Walsh which 
Walsh has deemed unsatisfactory in col. 1, lines 50-55 and col. 2, lines 17-26. It would 
appear contradictory to combine Walsh's teachings with those of the prior art having 
problems to which Walsh states that "A solution to these drawbacks is needed" (col. 2, 
line 39. Reconsideration and allowance are respectfully requested. 
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Regarding independent claim 9, many of the above arguments are applicable 
however, this claim even further distinguishes over the cited Walsh and Kelly 
references. Claim 9 recrtes the requirement of -automatically attaching the predefined 
default aud,o sample to each electronic mail message generated by the sender" 
(emphasis added). The Office admits that Wafsh does not disclose automatically 
attaching an audio sample to an email, but submits in section 10 that Kelly teaches 
"within the email application program, automatically attaching an audio sample to each 
electronic mail message generated by the sender." (col. 6, lines 38-41 and col. 5, lines 
12-19). Applicant finds no such teaching in Kelly. Again, Kelly's email application is 
invoked from another application program by use of a printer driver. Kelly falls far short 
of teaching, disclosing or suggesting that a default audio sample is automatically 
attached to each email message generated by the sender. Reconsideration and 
allowance are respectfully requested. 

All claims dependent from claim 9 (claims 10-16) are. submitted to be non- 
obvious for at least the same reasons. Reconsideration and allowance are respectfully 
requested. 

Regarding claim 24, the Office again asserts the claim to be obvious in view of 

Walsh combined with Kelly. The Office again asserts that Walsh establishes a 

predetermined default file used with the email program - but the Office fails to establish 

any teaching or suggestion or provide any articulated reasoning based on evidence of a 

"means for establishing an audio sample to be a predefined default audio sam ple use d 

in conjunction with the electronic mail application" as claimed. The Office further fails to 

establish any teaching or suggestion or provide any articulated reasoning based on 

■ evidence of a "program means forming a part of the electronic mail application, for 

attaching the predefined default audio sample to aH electronic mail documents sent by 
the sender." 



S/N 09/838,983 



-16- 



PAGE 17/21 ' RCVD AT 7/1/2008 10:24:30 AM [Eastern Daylight Trnie] * SVR:USPTO-EFXRF-5/21 • DNIS:2738300 * CSID:919 816 9982 * DURATION (mm-ss):0644 



07/81/2088 10:35 919-816-9982 



MILLER PATENT SRVCS 



PAGE 18/21 



• 



All claims dependent from claim 24 (claims 25-30) are submitted to be non- 
obv,o u5 for at least the same reasons. Reconsideration and allowance are respectfully 

requested. 

Regarding the rejection to claims 10, 17, 18, 25, 36, 37. 41-43 and 48 these 
Claims are submitted to be allowable for at least the same reasons noted above. ' 

Claims 3, 5, 6, 11, 13. 14, 16, 19. 21, 22, 26. 28, 29, 31-35, 38-40 and 44-51, the 
Office Action rejects these claims based on the above combination of Walsh and Kelly 
as well as Fritsch. The above remarks regarding the combination of Walsh and Kelly 
are equally applicable. The Fritsch reference describes a system and method for online 
music purchase from a music vendor's web site. While Fritsch discloses online music 
purchase, there is no teaching or suggestion to link to the web site for purchase by 
virtue of a music sample sent or received via email. While the motivation to sell music 
and increase revenue described at the bottom of page 7 of the office action are not in 
dispute, the combination of references that produce a default audio sample is only 
motivated by the teachings of the present application. The above remarks regarding the 
failings in teachings of Walsh and Kelly preclude a determination of prima facie 
obviousness in taking the next step of providing a mechanism for purchase of the music 
once the music sample is distributed. Such motivation can only be found using 
improper hindsight. Similar arguments weigh against the obviousness of linking to 
streaming music in the absence of a hindsight reconstruction of Applicant's other claim 
features. 

It is further submitted that the cited art fails to disclose an enterprise email server 
that handles a task of attaching audio samples to outbound email is neither taught nor 
suggested by the cited art and no articulated reasoning has been presented that 
explains how one of ordinary skill in the art would find it obvious to provide an enterprise 
email server that provides "program means, running on the enterprise email server, for 
attaching the predefined default audio sample to an electronic mail document sent from 
S/N 09/838,983 
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the electronic mail application to the recipient" for example as called out in claim 31 
Aga,n, only hindsight reasoning provides the teachings to make the proposed 
comb,nat,on. Reconsideration and allowance of these Calms are respectfully 

requested. . 

Thus, the rejections to claims 3, 5, 6, 11, 13, 14, 16, 19, 21, 22, 26, 28, 29, 31- 
35, 38-40 and 44-51 are improper. Further, Applicant disputes that certain of these 
claims do not define any new limitations and submits that the Office Action is deficient 

for failure to fully consider each element of each claim. Reconsideration and allowance 

are respectfully requested. 

Regarding the rejection to claims 4, 7, 12, 15, 20, 23, 27 and 30, these claims 
were rejected based on the combination of Walsh, Kelly, Fritsch and further in view of 
Kang. Kang is presented for teachings of affinity credits. 

Again, the above arguments are submitted to be applicable to this rejection. 
While affinity credits for purchase are known, it is again hindsight reconstruction to 
couple the award of affinity credits with sending an email. In the present application, 
Office has taken a path of individually searching for individual elements and attempted 
to construct Applicant's claims therefrom, but has failed to provide any solid reasoning 
as to why one of ordinary skill in the art would have found it obvious to make the 
proposed combinations and modifications to arrive at the claimed invention. 
Reconsideration and allowance are respectfully requested. 

Applicant further wishes to point out that In re Glass, 472 F.2d 1388, 
1392(C.C.P.A. 1973) is believed to remain valid case law. This case states that "If even 
a single claim limitation is not taught or suggested by the prior art, then 
that claim cannot be obvious over the prior art." In the present case, none of the cited 
art teaches anything about a "default audio sample" associated with an email 
application program as claimed. Accordingly, the claims calling for such an element 
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cannot be prima fec/e obvious i„ view of the cited art. Reconsideration and allowance 

are respectfully requested. 

. Applicants hereby deny that any claim fails to define new limitations over their 
parent claims as asserted in multiple locations in the Office Action, but feels that in view 
of the above deficiencies in the current rejections, there is no need to provide detailed 
explanation of each feature given the Office's disregard for numerous claim features 
wrthout comment. The Office is required to examine all of Applicant's claims. A blanket 
statement that claims do not define new limitations is believed adequate to render the 
Office Act-on defective and in fact to render the finality of the Office Action improper 
Recons,deration and allowance of all claims are respectfully requested. 

In view of this communication, all claims are now believed to be in condition for 
allowance and such is respectfully requested at an early date. 

Request for Interview/ 

The present application has been pending since 2001. It « respectfully 
submitted that the present Office Action fails to establish p*. t aole obviousness of any 
dam, I, is respectfully submitted that this application is in condition for altowance In its 
present tarn. However, if there are further minor amendments that can be made to 
place the application In better condition, the undersized is happy to consider them It 
.s submitted that the claims should be allowed and another interview is appropriate to 
radiate matters. Hence, the undersigned respectfully requests the courtesy of a 
tetephone interview to advance the present prosecution. The undersigned can be 
reached at the telephone number below. 
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Respectfully submitted, 

/Jerry A. Miller 30779/ 

Jerry A. Miller 
Registration No. 30,779 

Dated: 7/1/2008 



Please Send Correspondence to- 

JerryA. Mller 

Miner Patent Services 

2500 Dockery Lane 

Raleigti, NIC 27606 

Phone: (919)816-9981 

Fax; (919) 816-9982 

Customer Number 24337 
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